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^shortened statutory per,o D for reply is set TO EXPIRE 3 months, from 

THE MAILING DATE OF THIS COMMUNICATION.^^ ^ ^ ^ may a reply be timely flled 

earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

m Responsive to communication(s) filed on nJmMX2QQ3 . 
™ ^- ■ cimai 2b)D This action is non-final. 

-SSSsssr sss ssassss— ' 

Disposition of Claims 

4) H Claim(s) £8 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from considerat.on. 

5) D Claim(s), is/are allowed. 

6) IEl Claim(s) £8 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

rn / - ^ f,i.H nn is/are- a)D accepted or b)D objected to by the Examiner. 
lOtfl The drawing(s) filed on is/are. a;i_i <» v 

1 1) D The proposed drawing correction filed on is. a)U approve ,uj 
,f approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C.§§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a) (d) (f). 
a)D All b)Q Some*c)D None of: 

1 □ Certified copies of the priority documents have been received. 

2 n Certified copies of the priority documents have been received in Application No. . 

□ certified copies of the pnor ^ — , hav^n received in this National Stage 

15 )D AcInowLgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) ^ Q Summary (PTf>413) Pa per No(s). ■ 

1 ) □ Notice of References Cited (PTO-892) n ^ q\ 5)H Notice of Informal Patent Application (PTO-1 52) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) LJ 

3 ) □ information Disclosure Statement(s) (PTO-1449) PaperN o(s) ■ 6) U 



J S Patent and Trademark Office 
PTO-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No. 5 



Page 2 

Application/Control Number: 09/919,392 
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DETAILED ACTION 
1 New Cairns 5-8 have been presented for examination. These new claims 
correspond to the origin* fifed claims 1-4, which have been cancelled. 

2 . ,„ view of the new versions of the claims, the rejection under 35 U S C. 112, 2 
paragraph and the objections to the claims have been withdrawn. 

Claim Rejections ■ 35 USC § 103 

. . „^Mii<?r 103(a) which forms the basis for all 

3. The following is a quotation of 35 U.S.C. iu3(a, w 

obviousness rejections set forth in this Office action: 

W A parent ma, no, .e obtained though •» '™^^t3SSS^S& - 

Sth inte" ion 1 02 of this title, it the differences bewee ^ ^^Jf ™ ,„ obviog 3 s at the time the 
^ art are such tha, the subject ^J"** « wWch said sub,ec. mater pertains. 

4 . Claim 5 ,s rejected under 35 U.S.C. 103(a) as being unpatentable over Great 

Britain Patent No. 1,304,572. 

Gre a, Britain Patent No. 1 ,304,572. hereinafter referred to as GB ,72, teaches 
the invention substantially as claimed. GB ,72 teaches (page 1 . lines 23-33) a titanium 

elements, substantially overling applicant's claimed range of 0.04-0,7wt% o, the 
,o,a, of those elements. GB ,72 a,so teaches (page 1 , line 28, the a„oy having lass 
than 0 05wt% iron, overlapping applicant's Calmed range of 0.1W* iron. W«h regards 
to the claim limitation where, the alloy has "substantial.y no copper", the lower limit o, 
copper present in the alloy of GB ,72 ,s on,y 0.1*. and would not signiftcantly change 
the properties of the alloys, and therefore the alloys are considered to be substantially 
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thes a m e.Aprimafaciecase 0f obv,o U sne ------«•-*-'«-■-*' 

artrang es d ono t ove ri ap, b u t a re c toS eenou g M,a,ones*aint h ea rt wou,dhave 

ex pected them to have the same propert.es. T.tanium Me,a,s Corp. o« America v. 
Banner 778 F 2d 775, 227 USPQ 773 (Fed. Cir. 1985). MPEP2144*. disease. 
bec ause the ailoy composes are so similar, a pnma facie case o, obviousness exists. 
eB ,72a,so t eac h es(pa 8 e1,l,es34-48) t nehav i n g aV i cKersnardnessof,ess th an 

170 For *e examples o, conditions given in the tab,e on page 1 , of GB '572, the 

m eets the hardness o, applicant's claimed invention and the composttona, ran g es of 
applicant's claimed invention. Wh.le GB '572 does not specifically recite wo* 

produ c, Cairn. Even thouo, product-by-process claims are limited by and defined by 
the process, dete— not patently is based on the product itse, If the product 

th e Calm is unpatentabie even thouo, the prior product was made by a different 

7V7 F OA 695 698 227 USPQ 964, 966 (Fed. Cir. 1985). See 
process. In re Thorpe, 777 F.2d 69b, bso, m 

also MPEP 2113. Because the product of GB '572 and the claimed invention are 
substantially the same in view o, their compositions and hardnesses, GB '572 teaches 

the claimed invention. 

s Claims 6-8 are rejected under 35 U .S.C. 103(a) as being, unpatentable over 
G rea, Bhlain Patent No. 1 ,304,572 in view of See g er e, al. (U.S. Patent No. 5,666,841). 
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GB '572 is discussed in above paragraph 6. 

te chn, U es are use,, ,n titanium and t.tan.um *V oomponen,, 

ltwould ha.e been ob„ous to one ot ordinary « in the art — «« " 

In regards to the features of claim 7, GB 

Seeoer e, a, teaches (cot 3. iines 1-22) tha, roiiing in mu,„ P ,e. — 

combating crack growth and corrosion. 

lt wou ,d have been obvious to one ot ord.nary *. in the art to perform the ,0 9 

etal. (col. 2, lines 1-22). 
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ArtUni,:1742 8 GB 572 teaches (page 1. lines 24 and 34) 

In regards to the features of claim 8, GB 572 

h» used in an annealed condition, 
that the alloy may be used in a 

Response to Arguments 

,o claims 5-8 have been considered but are 
6 Applicant's arguments with respect to claims 

moo t in view of the new ground(s) of rejection. 

Conclusion 

§7 06.07 ( a,.Ap P l,cant,sre m ,ndedofthee,ens,o„of„mepoly 

Ashort enedstatutoryper,odorre 
MONT HS,romthemai l ,n g da,eo,.h,sact,on.ln«he snot 

TWO MONTHS of the mailing date of this final action and ^ ^ ^ ^ en ^ e 

-^rr -L-andany 

extension fee pursuant to 37 C ^ ^ 

in nn event however, will the statuioiy w 
the advisory action. Innoevenx.r 

Any i::::eZ,ndrew E Wessmanwhosete^ 
examiner should be directe ^ ^ 

(7 03)305-3 16 3. The examiner can normally be 
8:00am to 4:30pm. 
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• j he directed to ^ v 

pr0 ceedin 9 should bed ^ 

"techmol^* ca 
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